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DETAILED ACTION 

Notice to Applicant 

1 . This communication is in response to the Amendment filed on 1 1/18/05. Claims 

1. 9, 16, 18 and 21 have been amended. Claims 1-24 are pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this tide, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goyal et al (5,873,108), Koyabu et al (6,026,333) in view of Conmy et al (6,101 ,480). for 
substantially the same reasons given in the previous Office Action and incorporated 
herein. Further reasons will appear hereinbelow. 

(A) Claim 1 has been amended to include the words "handheld, by referencing a 
real-time clock". However, this changes does not affect the scope and the breadth of the 
claim as originally presented and/or in the manner in which was interpreted by the 
Examiner when applying prior art within the previous Office Action. As such, this claim is 
rejected under the same reason given in the prior Office Action, and incorporated 
herein. 
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(B) Claim 9 has been amended to include the words "handheld", "real-time", 
"handheld" and "handheld". However, this changes does not affect the scope and the 
breadth of the claim as originally presented and/or in the manner in which was 
interpreted by the Examiner when applying prior art within the previous Office Action. As 
such, this claim is rejected under the same reason given in the prior Office Action, and 
incorporated herein. 

(C) Claim 16 has been amended to include the words "programmed processor", 
"programmed processor". However, this changes does not affect the scope and the 
breadth of the claim as originally presented and/or in the manner in which was 
interpreted by the Examiner when applying prior art within the previous Office Action. As 
such, this claim is rejected under the same reason given in the prior Office Action, and 
incorporated herein. 

(D) Claim 18 has been amended to include the words "operating" and "handheld". 
However, this changes does not affect the scope and the breadth of the claim as 
originally presented and/or in the manner in which was interpreted by the Examiner 
when applying prior art within the previous Office Action. As such, this claim is rejected 
under the same reason given in the prior Office Action, and incorporated herein. 

(E) Claim 21 has been amended to include the words "handheld", "based on a real- 
time clock", "handheld" and "handheld". However, this changes does not affect the 
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scope and the breadth of the claim as originally presented and/or in the manner in 
which was interpreted by the Examiner when applying prior art within the previous 
Office Action. As such, this claim is rejected under the same reason given in the prior 
Office Action, and incorporated herein. 

(F) Claims 2-8, 10-15, 17, 19-20 and 22-24 have not been amended and are 
therefore rejected for the same reasons given in the previous Office Action, and 
incorporated herein. 

Response to Arguments 

4. Applicant's arguments filed on 1 1/18/05 with respect to claims 1-24 have been 
fully considered but they are not persuasive. Applicant's arguments will be addressed 
hereinbelow in the order in which they appear in the response filed on 1 1/18/05. 
(A) At pages 8-1 1 of the 1 1/18/05 response, Applicant argues the followings: 

(1) Goyal, Koyabu and Conmy references do not suggest, teach the invention as 
claimed in claimed in independent claims 1, 9, 16 and 21 in which a default data 
category in a handheld computer is set based upon a clock TOD, day of week, and a 
TOD profile, wherein data categories can include a block of time corresponding to two 
or more days. 

(2) The Examiner's rejecfion for obviousness is improper because there is 
nothing in the cited prior art references either singly or in combination, to suggest the 
desirability of the claimed subject matter. That the construction in a particular prior art 
reference would have resulted in the claimed combination had it followed the "common 
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practice" of attaching certain parts does not show obviousness at the time of the 
invention but rather reflects improper hindsight analysis and the reading into the art of 
Applicant's own teachings. 

(B) With respect to Applicant's first argument, Examiner respectfully submitted that 
He had relied upon the clear and unmistakable teaching of the reference of Goyal which 
stated:" Referring now to FIG. 1 , a computing device 100 suitable for use with the 
present personal information manager is shown. The computing device 100 Is shown as 
being a hand-held, pen-based computer, or PDA, having an LCD touch-screen display 
101 and a stylus 105. Although the present invention will, for convenience, be described 
in terms of such a computing device, It should be understood that the invention Is 
applicable to personal information manager software running on personal computing 
devices of various descriptions, including desktop computers, laptops, notebooks, sub- 
notebooks, PDAs, etc. Referring to FIG. 2, in one exemplary embodiment, the 
computing device 100 of FIG. 1 includes a microprocessor 201 and, connected to the 
microprocessor 201 , control logic 203. Together, the microprocessor 201 and the 
control logic 203 make up the device "core." The microprocessor 201 and the control 
logic 203 are connected to a central bus 205 including address, data and control lines. 
Also connected to the bus 205 are memory devices, including a static RAM 207 and an 
EPROM 209, a PCMCIA connector 21 1 , a real-time clock 213, an LCD controller 215 
and a touch-screen interface 217. The LCD controller 215 Is connected in turn to video 
RAM 219 and the LCD display 220. The touch-screen Interface 217 Is connected to a 
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touch-screen 221 . Together, the LCD display 220 and the touch-screen 221 form the 
LDC touch-screen display 101 of FIG. 1 . Power to each of the foregoing devices is 
supplied by a power management unit 223 from a battery 224. In the illustrated 
embodiment, the power management unit 223 produces three different operating 
voltages for use by various ones of the devices. As contrasted with prior-art personal 
information managers based on the traditional paper/pencil paradigm, the present 
personal information manager is based on what may be referred to as a tag paradigm, 
which allows different types of information to be entered and from a single screen 
display in a consistent manner, and likewise allows different types of information to be 
retrieved from a single screen display in a consistent manner. The tag paradigm, and 
the ease-of-use it promotes, may best be understood from a description of a user's 
interaction with the personal information manager. In a preferred embodiment, the 
personal information manager is used with a touch-screen device. Screen displays are 
presented to the user, in response to which the user touches the screen to command an 
action by the device. A "home-screen" of the present personal information manager is 
shown in FIG. 3 and, with certain exceptions described below, serves as the starting 
point for all or most user interactions with the personal information manager. A principal 
feature of the screen display of FIG. 3 is column of lines labelled "TAG." These lines are 
used to enter a tag for most (if not all) entries, in accordance with the tag paradigm to 
be presently described. A column labelled "TIME" precedes the TAG column, and a 
column labelled "TEXT" follows. A fourth column used to enter notes and a fifth "check- 
box" column also appear, but are used primarily for convenience and are not essential. 
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When making an entry in the personal infomriatlon manager, the user first enters a time, 
if applicable, for example the time of an appointment or a time to do a particular task, or 
the time of an event during which an expense was incurred. To do so, the user touches 
the screen within the TIME column of the line 301 . To provide for instances in which 
new data must be entered (instead of merely selecting a previous entry from a pop-up 
screen display, for example), a standard keyboard is displayed in an area 303 of the 
screen display. In large part, however, the manner of entering data within a particular 
data field uses pop-up screen displays and is context-sensitive. For example, when a 
time is to be entered, the context changes, causing a time-table pop-up screen display, 
illustrated in FIG. 4, to be displayed. A block of time is specified by dragging the stylus 
from a selected starting time to a selected ending time. The selected starting time will 
then be displayed in the time field (previously empty) selected by the user. To avoid an 
excess of detail, the selected ending time is not normally displayed, but may be 
displayed by once again selecting the time field by touching within it, causing the time- 
table pop-up screen display to again appear, having the time from the starting time to 
the ending time displayed" which correspond to Applicant's claimed feature. Therefore, 
Applicant argument is not persuasive and the rejection is hereby sustained. 

(C) With respect to Applicant's second argument, Examiner respectfully submitted 
that an explanation based on logic and sound scientific reasoning of one ordinarily 
skilled in the art at the time of the invention that support a holding of obviousness has 
been adequately provided by the motivations and reasons indicated by the Examiner in 



Application/Control Number: 09/663,363 Page 8 

Art Unit: 3626 

the previous Office Actions, incorporated herein, Ex parte Levengood, 28 USPQ2d 1300 
(Bd. Pat. App. & Inter., 4/22/93). Each applied reference does not expressly suggest 
combination with the other respective references; however, the Examiner has shown 
that motivation for combining the references existed in the prior art. Within the present 
combinations, all of the modifications proposed by the Examiner are taught by the 
references and that knowledge generally available to one of ordinary skill in the art. 
Therefore, the combination of references is proper and the rejection is sustained. 

In addition, the Examiner recognizes that references cannot be arbitrarily altered 
or modified and that there must be some reason why one skilled in the art would be 
motivated to make the proposed modifications. However, although the Examiner 
agrees that the motivation or suggestion to make modifications must be articulated, it Is 
respectfully contended that there is no requirement that the motivation to make 
modifications must be expressly articulated within the references themselves . 
References are evaluated by what they suggest to one versed in the art, rather than by 
their specific disclosures. In re Bozek, 163 USPQ 545 (CCPA 1969). 

The Examiner is concerned that Applicant apparently ignores the mandate of the 
numerous court decisions supporting the position given above. The issue of 
obviousness is not determined by what the references expressly state but by what they 
would reasonably suggest to one of ordinary skill in the art, as supported by decisions in 
In re DeLisle 406 Fed 1326, 160 USPQ 806; In re Kell, Terry and Davies 208 USPQ 
871; and In re Fine, 837 F.2d 1071, 1074, 5 USPQ 2d 1596, 1598 (Fed. Cir. 1988) 
(citing In re Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. Cir. 1988)). Further, 
It was determined In In re Lambert! et al, 192 USPQ 278 (CCPA) that: 
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(i) obviousness does not require absolute predictability; 
(11) non-preferred embodiments of prior art must also be considered; and 
(iii) the question is not express teaching of references, but what they would 
suggest. 

According to In re Jacoby, 135 USPQ 317 (CCPA 1962), the skilled artisan is 
presumed to know something more about the art than only what is disclosed in the 
applied references. In In re Bode, 193 USPQ 12 (CCPA 1977), every reference relies 
to some extent on knowledge of persons skilled in the art to complement that which is 
disclosed therein. 

According to Ex parte Berins, 168 USPQ 374 (Bd. Appeals), there is no statutory 
limitation as to the number of references that may be used to demonstrate obviousness 
not what references expressly state but what they would reasonably suggest to one of 
ordinary skill in the art. In In re Conrad, 169 USPQ 170 (CCPA), obviousness is not 
based on express suggestion, but what references taken collectively would suggest. 

Nonetheless, it is respectfully submitted that an explanation based on logic and 
sound scientific reasoning of one ordinarily skilled in the art at the time of the invention 
that support a holding of obviousness has been adequately provided by the motivations 
and reasons indicated by the Examiner in the previous Office Action, Ex parte 
Levengood, 28 USPQ2d 1300 (Bd. Pat. App. & Inter.. 4/22/93). 

Furthermore, it is respectfully submitted that one cannot show nonobviousness 
by attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & 
Co.. 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). In addition, the test for 
obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that the claimed 
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invention nnust be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413. 208 USPQ 871 (CCPA 1981). 
The skilled artisan would not consider the prior art embodiments in a vacuum, but would 
have had the motivation to combine the advantageous features of the prior art in the 
manner purported by the Examiner for the reasons and motivations given in the prior 
Office Action. Thus, the teachings of Goyal. Koyabu and Conmy when considered with 
the knowledge that is generally available to one of ordinary skill in the art make obvious 
the limitations that Applicant disputes. 

Using this standard, the Examiner respectfully submits that he has at least 
satisfied the burden of presenting a prima facie case of obviousness, since he has 
presented evidence of corresponding claim elements in the prior art and has expressly 
articulated the combinations and the motivations for combinations that fairly suggest 
Applicant's claimed invention. Note, for example, the motivations explicitly stated of the 
previous Office Action. Moreover, in the instant case, the Examiner respectfully notes 
that each and every motivation to combine the applied references are accompanied by 
select portions of the respective reference(s) which specifically support that particular 
motivation and/or an explanation based on the logic and scientific reasoning of one 
ordinarily skilled in the art at the time of the invention that support a holding of 
obviousness. As such, it is NOT seen that the Examiner's combination of references is 
unsupported by the applied prior art of record. Rather, it is respectfully submitted that 
explanation based on the logic and scientific reasoning of one ordinarily skilled in the art 
at the time of the invention that support a holding of obviousness has been adequately 
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provided by the motivations and reasons indicated by the Examiner, Ex parte 
Levengood, 28 USPQ2d 1300 (Bd. Pat. App. & Inter., 4/22/93). 

In addition, it must be recognized that any judgment on obviousness is in a sense 
necessarily a reconstruction based upon hindsight reasoning. But so long as it takes 
into account only knowledge which was within the level of ordinary skill at the time the 
claimed invention was made , and does not include knowledge gleaned only from the 
Applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 
1392, 170 USPQ 209 (CCPA 1971). Therefore, Applicant's arguments are non- 
persuasive and the rejection is hereby sustained. 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number Is 571-272-6769. 
The examiner can normally be reached on 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen/isor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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